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REMARKS 



A. Request for Reconsideration 

Applicants have carefully considered the matters raised by 
the Examiner in the outstanding Office Action but remain of the 
position that patentable subject matter is present. Applicants 
respectfully request reconsideration of the Examiner' s position 
based on the Declaration of Mr. Narito Goto, the amendments to 
the claims and the following remarks. 

B - Claim Status and Amendments 

Claims 1-36 are presented for further prosecution. 

Claim 1 has been amended to recite that the organic silver 
salt is an organic silver salt of an aliphatic carboxylic acid 
having 1 to 10 carbon atoms. Support for this amendment can be 
found on page 105, lines 1-3. 

Claim 1 has been amended to recite that R 02 of Formula (1) 
represents a methyl group, an ethyl group, a -C<CH 3 ) 3 group, a 
cyclohexyl group, a propyl group, or a -CH(CH 3 ) 2 group. Support 
for the methyl group can be found in compound (l)-7 on page 27, 
support for the ethyl group can be found in compound (l)-8 on 
page 27, support for the -C(CH 3 ) 3 group can be found in compound 
(l)-39 on page 30, support for the cyclohexyl group can be found 
in compound £ 1 ) — 4 3 on page 30, support for the propyl group can 
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be found in compound (l)-57 on page 31 , support for the -CH(CH 3 ) 2 
group can be found in compound (1)-117 on page 35- 

Claims 1 , 4, 5 and 18-21 have been amended to delete the 

phrase "at least one of" and to replace "and" with "or". No new 
matter has been added. 

Claims 10-17 have been amended to replace "using" with 
"from". No new matter has been added. 

Claims 30-32 have been amended to delete the phrase "kind 
of". No new matter has been added . 

C . Rejections under § 112, second paragraph 

Claims 1-36 had been rejected as indefinite for four 
reasons . 

First, the Examiner had stated that the phrase "at least 

one of" cannot be used for compounds having a single bond. 

Applicants have deleted this phrase. 

Second, the Examiner had stated that the phrase "kind of" 
is indefinite. Applicants have deleted this phrase from the 

claims . 

Third, the Examiner had stated that "the organic silver 

salt" in claims 2-9 and 10-17 lacks antecedent basis. 
Applicants respectfully disagree. 
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Claims 2-9 and 10-17 ultimately depend on claim 1. 
Antecedent basis for the organic silver salt is found in line 8 
of claim 1 . 

Fourth, the Examiner had stated that the term ''using" in 
claims 10-17 does not clearly describe the process step. 
Applicants have amended claims 10-17 to replace "using" with 
"from". Applicants presume that the term "from" is acceptable 
because this term is already used in claims 10-17. 

Applicants respectfully submit that the amended claims are 
not indefinite. 

D. Prior Art Rejections 

Claims 1-5 and 9-17 had been rejected as being unpatentable 
over Yoshioka (US 6,413,712) in view of Murray (US 5,686,228). 
Claims 1-17 had been rejected as being anticipated by or 
unpatentable over Yamada (US 6,586,170). 

In the Submission dated November 4, 2005, Applicants had 
presented the November 2005 Declaration of Mr. Narito Goto to 
demonstrate that a superior photothermographic material is 
obtained when the photosensitive layer contains a compound of 
Formula (1) of the invention and a compound of Formula (2) of 
the invention. 
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In the current Office Action, the Examiner criticized the 
Declaration on four grounds. First, the Examiner stated that 
the rejection based on Yamada is an anticipation rejection and 
evidence of unexpected results is irrelevant. Second, the 
Examiner stated that the data in the November 2005 Declaration 
is not commensurate in scope with Formula (1) and Formula (2a) 
of claim 1. Third, the Examiner stated that the fog, 

sensitivity and storage stability results shown in Table 8 of 
the November 2005 Declaration are irrelevant to the Dmin, Dmax- 
Dmin, sensitivity, y and black pepper results shown in the Tables 
of Yoshioka and Yamada. Fourth, the Examiner stated that the 
data in the November 2005 Declaration is not commensurate in 
scope with claim 1, because Mr. Goto employed the preferred 
organic silver salt. Applicants will address each of these 
issues in turn . 

1 . The anticipation rejection based on Yamada 

Applicants have amended claim 1 to recite that that Rq 2 of 
Formula (1) represents a methyl group, an ethyl group, a -C(CH 3 ) 3 
group, a cyclohexyl group, a propyl group, or a -CH(CH3>2 group. 
In addition, claim 1 recites that Roi is a hydroxyl group or a 
salt of a hydroxyl group. 
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Compounds 1—66 in cols. 5—12 of Yamada do not 
simultaneously contain Roi and R 02 of amended claim 1. Applicants 
therefore respectfully submit that claims 1-17 are not 
anticipated by Yamada. 

2 . The scope of Formula (1) and Formula (2a) 

The Examiner had criticized the November 2005 Declaration 
as not commensurate in scope with Formula (1) and Formula (2a) . 

Applicants have performed additional tests using three 
compounds of Formula (1) and six compounds of Formula (2a) . The 
additional tests are presented in the enclosed March 2006 
Declaration of Mr. Goto. 

Mr. Goto prepared Samples 801, 802 and 805-810 similar to 

Sample 001 in Table 1 at col. 48 of Yoshioka, except that 
different compounds of Formula (1) and/or Formula (2a) were 
added as shown in the attached Table 8. In addition, Mr. Goto 
prepared Samples 811-818 similar to Sample 1* in Table 30 at 
col. 80 of Yamada, except that different compounds of Formula 
(1) and/or Formula (2a) were added as shown in the attached 
Table 8. For Samples 811-818, the compounds of Formula (1) were 
selected from Murray, because Yamada does not teach a compound 
within the scope of Formula (1) . 



24 



PAGE 25/35 ■ RCVD AT 3/23/2008 2: 10:31 PM [Eastern Standard nmej • SVR:USPTO-EFXRF-2/1 6 • DNIS:2238366 'CStD: 1 212 661 8002 * 




From: LUCAS & MERC ANT I , LLP 1 212 661 8002 03/23/2006 14:15 #065 P.026/035 



Mr. Goto evaluated Samples 801, 802 and 805-818 as 
described in par. 5 of the Declaration. The results of the 
evaluations are illustrated in the Table 8 attached to the 
Declaration. 

As shown in Table 8, Inventive Samples 802, 805, 806, 808, 
810, 812-814, 816 and. 818 having a compound of Formula (1) and a 
compound of Formula (2a) were superior to Comparative Samples 
801, 807, 809, 811, 815 and 817 in terms of initial photographic 
fog, initial sensitivity, stability in photographic fog after 
thermal development, maximum density after thermal development 
and color tone. Mr. Goto declared in par. 7 of the Declaration 
that he believes that the superiority of the Inventive Samples 
is unexpected because Yoshioka, Murray and Yaraada do not teach 
or suggest the criticality of the combination of Formula (1) and 
Formula (2a) 

In reply to the Examiner r s criticism. Applicants 
respectfully submit that Table 8 demonstrates that the present, 
invention produces unexpected results that are commensurate in 
scope with Formula (1) and Formula (2a). It is therefore 
believed that the enclosed Declaration demonstrates the 
patentability of the present invention. 
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3 . The photothermoqraphic properties measured in the enclosed 

Declaration compared to the properties measured in the 

Tables of Yoshioka and Yamada 

The Examiner had criticized the November 2005 Declaration 
for reporting results for fog, sensitivity and storage 
stability, instead of Dmin, Dmax-Dmin, sensitivity, y and black 
pepper as shown in the Tables of Yoshioka and Yamada- This 
criticism is presumed to apply to the enclosed March 2006 
Declaration as well . 

Applicants respectfully disagree with the Examiner's 
criticism- The photographic properties evaluated in the 
Declarations do not have to be identical to the photographic 
properties evaluated in Yoshioka and Yamada. A fair comparison 
between samples in the same Declaration only requires that the 
samples are evaluated in the same manner . In other words, the 
data in the Tables of Yoshioka and Yamada is irrelevant because 
the data in the Declarations of this application is not being 
compared to the data of Yoshioka and Yamada. 

Applicants respectfully submit that it does not matter how 
Mr. Goto chose to evaluate the Samples, what matters is that 
each Sample was evaluated in the same manner. It is therefore 
believed that a fair comparison was made in the November 2005 
and March 2006 Declarations. 
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4 . The preferred silver salt 

The Examiner had criticized the November 2005 Declaration 
because Mr. Goto employed the preferred silver salt of a long 
chain aliphatic carboxylic acid. 

Applicants have amended claim 1 to recite that organic 
silver salt is a silver salt of an aliphatic carboxylic acid 
having 10 to 30 carbon atoms. It is therefore believed that the 
data in the March 2006 Declaration is commensurate in scope with 
the claims. 

E . Conclusion 

In view of the foregoing and the enclosed, it is 
respectfully submitted that the application is in condition for 
allowance and such action is respectfully requested- Should any 
extensions of time or fees be necessary in order to maintain 
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this Application in pending condition, appropriate requests are 
hereby made and authorization is given to debit Account # 02- 

2275. 

Respectfully submitted, 

LUCAS & MERCANTI, LLP 

By: 

475 Park Avenue South, 15 th Floor 
New York, NY 10016 
Tel. # 212-661-8000 



Enel: Executed Declaration of Mr. Narito Goto 
Return receipt postcard 
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